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REMARKS 

Upon entry of this anaendment, claims 1-27 and 36-37 are pending. Claims 1, 1 1-13, 
19. 21, 23 and 36 have been amended. Claim 37 has been added. No new matter was added by this 
amendment Claims 28-35 have been canceled without prejudice subsequent revival. The 
Applicants reserve the right to prosecute the canceled claimi^ in a divisional application. Entry of 
this am^dment is respectfully requested. 

The Amendment 

In order to expedite prosecution of the application and advance the case toward 
allowance, the specification and claims have been amended. More specifically, the specification 
has been amended to correct the reference to Figure legends and to remove an embedded hyper link, 

Claim 1 has been amended to specify that the isolated nucleic acid encodes a barley 
or wheat ZCCTl polypeptide. Support for this amendment can be found throughout the 
specification and, for example, on pages 12-13; page 24, third paragraph; pages 25-37; and page 38, 
second paragraph, lines 7-12* 

Claims U->13 have amended to specify that the cell eomprising the vector is an 
isolated cell. Support for this amendment can be found, for example, on page 20, fourth paragr^h. 

Claims 19-23 have been amended to clarify that the seed comprising the nucleic acid 
is txansgenic. Support for Ais amendment can be found, for example, on page 21 , last paragraph; 
page 22, first paragraph; page 42; page 43, second paragraph; and page 83, first paragr^h. 

Claim 36 has been amended to clarify that the wheatpolypeptide is encoded by the 
nucleic acid selected Stom the groi?> consisting of SEQ DD NO: 75, SEQ ID NO: 79, SEQ ID NO; 
82 and SEQ ID NO: 85. Support for this amendnmt can be found, for example, on pages 27-34. 

New claim 37 incUcates that the barley polypqrtide is encoded by SEQ ID NO: 88 or 
SEQ ID NO: 91. Support for this amendment can be found, for example, on pages 35-37, 

Information Disclosure Statement ODS^ 

The Examiner indicated that the recitation *Tntemati<Dnal Search Report" [in the IDS] 
is not appropriate for printmg on a patent Hence, only the titles of the Intcraational Search Report 
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have been considered. The teferwce to Intermtional Search Report in the IDS filed on September 
21, 2005 was provided to the Examiner so that he could see when Applicants received the Search 
Report. The references in the Search report were provided to the Exanuner with the EDS. 

Brief Deiscription of the Drawing 

Hie Examiner has requested correction of the specification becaxxse the drawings are 
not lefetred to properly. The specification has been amended accordingly (see Amendment to the 
Specification beginning on page 2, suf^a). 

Specification 

The Specification is objected to because it contains an embedded hyperlink on page 
8 1 , The specification has been amended to remove the hyperlink- 

Rejection Under 35 U.S.C. SI 12 

Claims 1-27 and 34-35 are rejected under 35 U.S,C. §112, first paragraph, as 
allegedly lacking written description. Specifically, tiie Office Action asserts that the Applicants do 
not describe any polynucleotide sequences that encode a protein '*having at least 90% identity to the 
polypeptide encoded by SEQ ID NO: 75/' 

The claims have been amended to remove any reference to sequence identity. 
However, this amendment was made to advance prosecution toward allowance and must not be 
interpreted as acquiescence in the rejectioiL The amended clauns axe now drawn to *'an isolated 
nucleic acid that encodes a barley or vAi&zt ZCCTl polypeptide.'* Written support for this 
amendment can be found, for example, on pages 12-13; on page 24, third paragraph; on pages 25- 
37; and on page 38, second paragraph, lines 7-12. Claims 34-35 have been canceled. 

ThuSj this rejection is moot 

It is finther stated for the record that the specification provides a clear definition of 
what a ZCCTl protein is (see page 4 of the specification) and the sequences of ZCCTl proteins 
fi«m wheat and barley arc disclosed. For example, the T. Monococeum ZCCTl gene was cloned 
and its polypeptide sequence is shown on page 28 of the specification two alleles, see SEQ ID 
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NOS: 76 and 77), In addition, the polypeptid© sequence from Langdon (tetiaplold wheat) is shown 
on page 29 (see SEQ ID NO: 80); and the polypeptide sequences form barley, i. e., Dairokkaku 
ZCCT-46 (Ha and Hb) are shown on page 35 (SBQ ID NO: 88) and page 37 (see SEQ ID NO: 92), 
respectively. Even in University ofCcitfomia v. EH Lilly A Co., the Court of Appeals for the 
Federal Circuit stated that a written description for a chemioid genus "requires a precise definition, 
such as by structare, formula, chemical name or physical propertfies."^ [Emphasis added.] As 
shown above, ttie application teaches several structures of nucleic acid and polyp^tide sequences 
of ZCCTl proteins that fall wilhin the scope of the claimed genus. Thus, the Applicants were 
clearly in possession of "an isolated nucleic add that encodes a badey or wheat ZCCTl 
polypeptide'' at the time of the invaition. 

Claims 1-27 and 34-36 are rgected under 35 U.S.C, §112, first paragraph, as 
allegedly lacking enablement. The Office Action contends that one of skill in the art cannot predict 
which nucleic acid that encodes a protein having at least 90% sequence identity to the polypq)tide 
encoded by SEQ ID NO: 75, will encode a {ffotein with the same activity. 

To the extent that ^e rejection applies to the claims as amended it is respectfolly 

traverse. 

As indicated above, the claims have been amoided tp remove any reference to 
sequence identity. The amended claims are now drawn to "an isolated nucleic acid that encodes a 
bailey or wheat ZCCTl polyp^de.*' As such, the claims are fldly enabled. 

The Office Acdcm alleges tiiat: "Applicants have not reduced to practice the 
invention. . ./^plicants have not transformed a wild-type plant with any of the claimed sequences 
sudi that the introduced sequence is ectopioally expressed to produce a plant with an altered 
vernalization phenotype." To the contrary, pages 81-83 of the specification relate to the generation 
of recombinaat ZCCTl plasmids and transfotmation of 45 Jagger wheat plants. The resulting 
transgenic wheat plants showed a definite acceleration in flowering time compared to controls. In 
fact all plants carrring the tranafl ene floweyad 3-S weeks earlier compared to the 11 plants 
that were homeaycronK for flie abg ^ce of the transgene. These experim^ confirmed tiiat 

' Untventty ofC<if^omiav. Eti Litfy & Co.. 43 USPQ2d at 1405. 
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reduction of the mRNA level of ZCCTl in viSieat results in the acceleration of flowering time, 
thereby altering the plant's response to vernalization. 

As the Bxaminer can see. the specification provides nucleic acid and protein 
sequences fcr wheat and barley ZCCTl proteins (st^). "Hie Applicants have taught how to 
produce the recombinant ZCCTl plasmid (page 8 1 , last paragraph); how to transform immature 
plant embryos wifii the recomWnaat plasmid (page 8 1 , last paragraph); how to test the transcription 
level of the expressed ZCCTl protein via the TaqMan® system (page 82, third paragraph); how.to 
determine flie transgene in 45 plants j&om the Tl progeny by Souths blots ^age 82, last 
paragraph); and, finally, how to confirm that all plants carryiiog the transgene floww earlier than 
control plants (page 83, first paragraph). Notably, the Applicants also cloned and sequenced two 
ZCCT ^es fi»m winter barley Dairofisaku (see page 80, fiflh paragraph). Thus, it would be 
merely routine for one of skill in the art to follow flie Applicants' teachings of expressing a ZCCTl 
protein in a wheat plant and apply the same strategy to other wheat plants or barely plants. The 
Examiner is remmded that a "considerable amount of experunentation is permissible, if it is merely 
routine, or if the specification in question provides a reasonable amount of guidance witti respect to 
the direction in which experimentation should precede."^ Besides, "[The] feet that experimentation 
may be complex does not necessarily make it undue, if the art typically engages in such 
experimentation."^ fii light of the above, the claims are believed to be fully enabled and Applicants 
rcspectfiilly request that tiie rejection of claims 1-27 and 36 under 35 U.S.C. §1 12, first paragraph, be 
withdrawn. 

Rejection Under 35 U.S.C. 5112 

Claims 19, 21 and 23 are rejected under 35 U.S.C. §101, as allegedly being directed 
to non-statutory subject matter. However, the Examiner has indicated that tihie amendment of the 
claims to recite tiiat tite seeds comprise the constructthat was introduced into the parent would 
overcome tiie r^ection. The Applicants gratefiilly acknowledge the Examiner's suggestion and 



* Wan^, 8 USPQ2d «t 1404 (quoting In n Jackson, 217 USPQ 804 (Bd. Pat. App. & Mt. 1982). 
In n Certain Ltmtted- Charge Cell Culture Mkrocmiers, 221 USPQ 1 165, 1 174 (mt'l "ftade Comin'n 1983), affd. 
$ub nom., Massachusam batittite cf Technology v. A. B. Portia. 774 FAI 1104, 327 l«PQ 428 CPod. Cir. 1985). 
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have amended the claim accordingly. The claims are now drawn to transgenic seed comprising the 
nucleic acid of the ^proptiate preceding claim. Thus, the rejections should be moot. 

The Examiner fiirther rejected claims 1 1-13 under 35 U.S.C. §101, as allegedly 
being directed to non-statutoiy subject matter. However, the Examiner indicated that amending the 
claims to recite "[An] isolated cell" would obviate the rejection. Again, the Applicants grateftdly 
acknowledge the Examiner*s suggestion and have amended claim 11-1 3 to be drawn to "an isolated 
cell.'* Thus, the rejection should be moot. 

CONCLUSION 

In view of Ae above, each of Ihe presently pending claims in this application is 
believed to be in Immediate condition for allowance. Accordingly„the Examiner is respectfully 
requested to withdraw the outstanding rejection of the claims and to pass this application to issue. If 
it is determined that a telephone conference would eaqiedite the prosecution of this application, the 
Examiner is invited to telephone the undersigned at the number given below. 

In the event the U.S. Patent and Trademark office determines that an extension 
and/or other relief is required, appUoant petitions for any required reUef inoludiog extensions of time 
and authorizes the Commissioner to diarge the cost of such petitions and/or other fises due in 
connection with the filing of this document to Deposit Account No.. 03-1952 referencing docket no. 
5 141 12000320. However, the Commissioner is not authorized to charge the cost of the issue fee to 
the D^osit Account 

Dated: SuLj P-C, ^OoG Respectftilly submitted. 

B y /UOtAaiaa£JUQftKp 

Michael R. Ward 

Registration No.: 38,651 
MORRISON & FOERSTER LLP 
425 Market Street 

San Francisco. Califbnia 94105-2482 
(415)268-6085 

SF-2161712 
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CONCLUSION 

In view of the above, each of the presently pending claims in this application is 
believed to be in immediate condition for allowance. Accoidinglyt the Examiner is zespectftilly 
requested to wiflidraw ±s outstandins rejection of ttie claims and to pass this plication to issue. If 
it is determined that a telephone conference would expedite tiie prosecution of this application, the 
Examiner is iitvited to telephone the unders^ed at the number given below. 

In the event the U.S. Patent and Trad^nark office detennines that an extension 
and/or othor relief is required, applicant petitions for any required relief including extensions of time 
and autiiorizes the Commissioner to char^ the cost of sudi petitions and/or other fees due in 
connection with the filing of this document to Deposit Account No, 03-1 952 referencing docket no. 
5141 12000320. Howevra, tiie Commissioner is not authorized to ^large the cost of the issue fee I0 
the Deposit Account 

Respectfully submitted, 

Dated; July 2^2006 

B v ^^^Ojetl^kWcf 
Michael R. Ward 

Registration No.:: 38,65 1 
MORRISON & FOERSTER LLP 
425 Market Street 

San Francisco, Cali&mia 94105-2482 
(415)268-6237 
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